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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Application Papers 
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DETAILED ACTION 
Election/Restrictions 

Claims 1-11 are pending. 

Applicant's election with traverse of Group I, claims 1-8, and 11, and species topical 
lotion in the reply filed on 9/4/2008 is acknowledged. The traversal is on the ground(s) that 
claim 9 is a claim for a process specially adapted for the manufacture of the product of 
independent claim 1 . This is not found persuasive because as indicated in the last Office Action, 
the inventions listed as Groups I-III do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: As Koch et al (DE 10315025 Al) teach the 
combination of an oil containing omega3 fatty acids (thus an extract of a deep sea fish) and a 
plant extract containing polyphenols useful e.g. for treating or preventing inflammatory, 
immunological and metabolic disorders. Koch et al further teach that the oil contains alpha- 
linoleic acid, especially fish oil etc; and the plant extract contains at least 15 wt.% polyphenols, 
especially a rooibos (see Abstract), therefore, there is no special technical feature in the 
application. Accordingly the groups are not so linked as to form a single general concept under 
PCT Rule 13.1., and therefore lack of unity of invention exists. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 6, and 8-10 are withdrawn from further consideration as being drawn to 
nonelected inventions and species. 
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Claims 1-5, 7, and 11 are examined on the merits. 

Claim Objections 

Claims 1-5, 7, and 1 1 are objected to because of the following informalities: Claims 1 
and 3 recite "rooibos (aspalathus linearis). . .bearberry (arctostaphylos uva-ursi)"; claim 4 recites 
"horsetail (equisetum arvense)"; which are inappropriate. Please make sure to write the Latin 
name in the proper format, wherein the first word is capitalized, the second word is lowercase 
and the entire name is italicized 

Claim Rejections -35 USC § 112, 2 nd 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 4 and 7 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 4 recites improper Markush groups, ". . .further comprising one or two components 
selected from the group comprising a horsetail extract (equisetum arvense L.) and a shellfish 
extract". 
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Regarding claim 7, the phrase "such as" renders the claim indefinite because it is unclear 
whether the limitations following the phrase are part of the claimed invention. See MPEP 
§ 2173.05(d). 

Therefore, the metes and bounds of claims are rendered vague and indefinite. The lack of 
clarity renders the claims very confusing and ambiguous since the resulting claims do not clearly 
set forth the metes and bounds of the patent protection desired. 



Claim Rejections -35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 1-5, 7, and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamashita (JP 06128121 A), in view of Aizawa et al (JP 58079912 A) and Tomono et al (JP 
1 1279069 A), and further in view of Hasegawa et al (JP 2001302525 A), and Larsen et al (US 
2005/0113293). 



Yamashita teaches a cosmetic containing, as the active component, an extract of 
Aspalathus linearis excellent in removal of active oxygen and moisture retention and exhibiting a 
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high safety to the skin (see Abstract, the rejection is based on the Abstract, full translation of the 
document has been ordered). 

Yamashita does not teach the incorporation of the extract of deep-sea fish, extract of 
Arctostaphylos uva-ursi, or diacetyl boldine into the composition. 

Aizawa et al teach a cosmetic having high safety, excellent feeling and physical 
properties and low oiliness, and giving refreshing, moist and smooth feeling to the skin, by 
compounding an oil derived from a deep-sea fish (see Abstract, the rejection is based on the 
Abstract, full translation of the document has been ordered). 

Tomono et al teach active oxygen eliminating agent or skin beautifying cosmetic 
composition comprises one or more kinds of plant extracts selected from among extracts of plant 
parts of Arctostaphylos uva-ursi (L). Spreng., etc. The agent has excellent active oxygen 
eliminating action and further can improve a roughened skin and impart gloss and tenseness to 
the skin (see Abstract, the rejection is based on the Abstract, full translation of the document has 
been ordered). 

Hasegawa et al teach skin external preparation for use in cosmetics and pharmaceuticals, 
and for whitening of skin, comprises extract of specified plants e.g. Equisetum arvense (see 
Title). The skin external preparation has improved skin whitening effect, and is excellent in 
stability and safety. The skin external preparation efficiently prevents dark complexion, stain and 
freckle (see Abstract, the rejection is based on the Abstract, full translation of the document has 
been ordered). 
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Larsen et al teach the use of a lipid extract of Skeletonema costatum which contains the 
alkaloid boldine in a cosmetic composition for the amelioration of the signs of skin ageing. Said 
lipid extract and the compound boldine improves the gap junctional intercellular communication 
in keratinocytes, fibroblasts and pre-adipocytes The inventors show that treatment with boldine 
increases the content of connexin 43 in keratinocytes of middle aged and elderly people to the 
content found in keratinocytes of young people in a dose dependent manner with a boldine 
concentration of 50 nM being optimal. Since an increase of the cellular content of connexin 43 
must contribute to a facilitation of gap junctional intercellular communication the compound 
boldine can be useful in the present invention [0743]. 

It would have been prima facie obvious for one of ordinary skill in the art at the time the 
invention was made to use the deep sea fish oil (thus an extract) from Aizawa et al since Aizawa 
et al teach it is having high safety, excellent feeling and physical properties and low oiliness, and 
giving refreshing, moist and smooth feeling to the skin. 

It would also have been prima facie obvious for one of ordinary skill in the art at the 
time the invention was made to use extracts of plant parts of Arctostaphylos uva-ursi from 
Tomono et al since Tomono et al teach it has excellent active oxygen eliminating action and 
further can improve a roughened skin and impart gloss and tenseness to the skin. 

It would also have been prima facie obvious for one of ordinary skill in the art at the 
time the invention was made to use extracts of Equisetum arvense from Hasegawa et al since 
Hasegawa et al teach it has improved skin whitening effect, and is excellent in stability and 
safety, prevents dark complexion, stain and freckle. 
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It would also have been prima facie obvious for one of ordinary skill in the art at the 
time the invention was made to use boldine from Larsen et al since Larsen et al teach it 
ameliorates the signs of skin ageing. 

Since all the compositions yielded beneficial results in cosmetic industry, one of ordinary 
skill in the art would have been motivated to make the modifications and combine the inventions 
together. Regarding the limitation to the use of boldine derivative, diacetyl boldine, the result- 
effective adjustment in conventional working parameters is deemed merely a matter of judicious 
selection and routine optimization which is well within the purview of the skilled artisan. 

From the teachings of the references, it is apparent that one of the ordinary skills in the art 
would have had a reasonable expectation of success in producing the claimed invention. 

Thus, the invention as a whole is prima facie obvious over the references, especially in the 
absence of evidence to the contrary. 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Qiuwen Mi whose telephone number is 571-272-5984. The 
examiner can normally be reached on 8 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terry McKelvey can be reached on 571-272-0775. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

QM 

/Michele Flood/ 

Primary Examiner, Art Unit 1655 



